I United States FXtent and Trademark Offick 



UNi i j^U STATES DEPARTMENT OF COMAfBRCE 
United Stutea Putunt und Trademark Oflic-u 

Address: COMMISSIONER CiF PATENTS AXD TRADEMARKS 
Washington, D.C. S0231 



APPLICATION NO. 
09/631,491 



HLING DATE 



FIRST NAMED INVENTOR 



I ATTORNEY DOCKET NO. | CONHRMATION NO. | 



08/03/2000 



Takao Maeda 



826 7590 04/01/2002 

ALSTON & BIRD LLP 

BANK OF AMERICA PLAZA 

101 SOUTH TRYON STREET, SUITE 4000 

CHARLOTTE, NC 28280-4000 



5576-131 



9818 



EXAMINER 



WILKINS III, HARRY D 



ART UNIT 



PAPER NUMBER 



1742 ^ 

DATE MAILED: 04/01/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 



09/631,491 
Examiner 



Harry DWilkins, 



Appficant(s) 

MAEDA ET AL. 



Art Unit 

1742 



Period fo7 ReplT'^"^^ P/>r£ of this communication appears on th cover sh t with th con sp ondence address 

JucTM^.IfK';? f'^PLY SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ~ 

■ anr^Sr^^S^^^^^ lnnoeven,.Howeve.a,a,a.ep,y.e,i.e,vn.e. 

- Any reply recejved by he Office later than three months after the mailing dale of this communication, Ten It tiWeh^l^ mav redu™ anv 
earned patent term adjustment. See 37 CFR 1 704(b) ^ ' '^"""^ ^"^ 

Status 

1)13 Responsive to communication(s) filed on 28 January 2002 . 
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6) IS1 Claim(s) 1.4-7.12.16 and 17 is/are rejected. 
?)□ Claim(s) is/are objected to. 
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DETAILED ACTION 

1. Claims 1, 5-7 and 12-17 are pending, with claims 13-15 being withdrawn from 
consideration as being drawn to a non-elected invention. 

2. The rejection under 35 USC 1 02 based on the Visintin et al reference has been 
withdrawn in view of the amendment filed 28 January 2002. 

3. The rejection under 35 USC 1 03 based on the Boter reference has been 
withdrawn in view of the amendment filed 28 January 2002. 

Election/Restrictions 

4. Applicant's election of Group I, claims 1-7, 12 and 16 in Paper No. 6 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

C/a/m Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U. S. C. 1 1 2: 

The specrfication shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. aisiinciiy 

6. Claims 1 , 6 and 16 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The term "CaCus type" in claims 1. 6 and 16 is vague and indefinite as to the 
scope of the claims, see Ex parte Attig 7 USPQ 2d 1092 (BPAI, 1988); Ex parte 
Copenhaver 1 09 USPQ 1 1 8 (BPAI). Specifically, the word "type" is vague and 
indefinite. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a)A patent may not be obtained though theinvention is not identically disclosed or described as set 

L oIL'!? °" ^ K?'f »f ^'^^^^"^"^ ^"bj^^t sought to be patented and 

the prior art are such that the subject matter as a whole would have been obvious at the time the 

p»tT !°K l^^.^\"'?r''^ 1°.^ ""^^'"^ "'"^'"^^y ^"^ to which said subject matter pertains 

Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1, 5-7, 12, 16 and 17 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yanagihara et al (JP 60-250557 A). 

Yanagihara et al teach (see abstract) a hydrogen storage alloy that has the 
general formula LaNixCOyMz. M is selected from a list that includes Mg. The subscripts 
have ranges such that a composition can be selected such that the alloy contains 1 .0 
wt% Mg, 6.0 wt% Co and 34.57 wt% La with the balance Ni (x=4.0, y=0.40907891 
z=0. 16531 804). 

Yanagihara et al fail to meet the claimed range of La. However, the composition 
range of La would have been obvious because the prior art range is close enough that 
one skilled in the art would have expected it to have the same properties, see MPEP 
2144.05. 

Regarding claim 5, Yanagihara et al teach (see English abstract) that the M 
metal can be selected from "at least one of a list of metals. Among the metals on this 
list is V. The disclosure indicates that mixtures of metals for the formula for M are within 
the scope of Yanagihara et al. Therefore, Yanagihara et al teach adding V to the 
hydrogen storage alloy even though no specific example contains Mg while also 
containing V. 
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Regarding claims 6. 7 and 1 7, with respect to the property of crystal lattice 
constants, the alloy composition taught by Yanagihara et al overlaps the alloy 
composition recited in the claims. The method of making described by Yanagihara et al 
(see page 296, upper right, orally translated by USPTO) includes arc melting in an Ar 
atmosphere followed by casting to form an ingot. This method is substantially similar to 
the method of the present invention. Therefore, one of ordinary skill in the art would 
have expected that the products taught by the reference would have the same crystal 
lattice constants as claimed because the alloy has an nearly identical composition and 
is made by a substantially similar method. The selected alloy of Yanagihara et al 
contains 6 wt% Co. 

"Where the claimed and prior art products are identical or substantially identical in structure or 
composition or are produced by identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established, In re Best 195 USPQ 430 433 (CCPA 1977) When 
the PTO shows a sound basis for believing that the products of the applicant' and the prior art are the 
same, the applicant has the burden of showing they are not." In re Spada 15 USPQ2d 1655 168 (Fed 
Cir. 1990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 

5S«3?cc"pkT97Tt^^ 

Regarding claim 12, Yanagihara et al teach a hydrogen storage alloy which is 
based on the formula LauRvMgwNixCoyMz, where v is 0 and z is 0. (x+y+z)/(u+v) for the 
selected composition (as above) is 4.409. 

Regarding claim 16, Yanagihara et al teach (see English abstract) that a battery 
is made from an electrode that is made from the hydrogen storage alloy disclosed 
therein. 

9. Claims 1,5-7, 12, 16 and 17 rejected under 35 U.S. C. 103(a) as being 
unpatentable over Hayashida et al (US 6,248,475). 
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Hayashida et al teach (see abstract) a hydrogen-storage alloy. The alloy has the 
general formula (Ri-xMgx)NiyAz. Within the disclosed range is R=La, x=0.15 (more 
preferred, see col 6, line 2), y=4.5 and 2=0, This yields an alloy with 30,6 wt% La, 0.945 
wt% Mg and the balance Ni, with no Co. 

It would have been within the expected skill of a routineer in the art to have 
selected the claimed composition within the range disclosed by Hayashida et al in order 
to optimize the hydrogen storage characteristics. 

Regarding claim 5, Hayashida et al teach (see abstract) that the A metal can be 
selected from "at least one of a list of metals. Among the metals on this list is V. 
Therefore, Hayashida et al teach adding V to the hydrogen storage alloy even though 
no specific example contains Mg while also containing V. 

Regarding claims 6, 7 and 17, with respect to the property of crystal lattice 
constants, the alloy composition taught by Hayashida et al overlaps the alloy 
composition recited in the claims. The method of making described by Hayashida et al 
(see col 17, lines 16-23) includes melting and followed by heat treatment in an Ar 
atmosphere. This method is substantially similar to the method of the present invention. 
Therefore, one of ordinary skill in the art would have expected that the products taught 
by the reference would have the same crystal lattice constants as claimed because the 
alloy has an nearly identical composition and is made by a substantially similar method. 
The alloy contains no Co. 
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Regarding claim 12. Hayashida et al teach a hydrogen storage alloy which is 
based on the formula La.R.MgwNi.CoyM.. where v. y and z are 0. (x+y+z)/(u+v) for the 
selected composition (as above) is 4.5. 

Regarding claim 16, Hayashida et al teach (see abstract) that a secondary 
battery is made using a negative electrode made from the hydrogen storage alloy 
disclosed therein. 

10. Claims 1, 5-7, 12, 16 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaneko (EP 0 790323). 

Kaneko teaches (see abstract) a rare-earth metal/nickel-base hydrogen storage 
alloy. The alloy contains alloying element L, which can be Mg. The L element (see 
page 2, lines 17-21) provides improved battery life. R is a rare-earth metal rich. Thus, a 
composition that is within the disclosed range of Kaneko is Lao.gMgo.Ni.s, which yields 
31.9 wt% La and 0.62 wt% Mg. It would have been within the expected skill of a 
routineer in the art to have selected the claimed composition within the disclosed range 
in order to optimize the hydrogen storage properties of the alloy. 

Regarding claim 5, Kaneko teaches (see abstract) that the alloy can have 
additional alloying elements, M, and that they can be selected from "at least one of a 
list of metals. Among the metals on this list is V. Therefore, Kaneko teaches adding V 
to the hydrogen storage alloy even though no specific example contains Mg while also 
containing V. 

Regarding claims 6, 7 and 17, with respect to the property of crystal lattice 
constants, the alloy composition taught by Kaneko overlaps the alloy composition 
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recited in t^e claims. The method of making described by Kaneko (see page 5, lines 
38-41 ) includes melting and casting. This method Is substantially similar to the method 
of the present invention. Therefore, one of ordinary skill in the ar, would have expected 
that the products taught by the reference would have the same crystal lattice constants 
as claimed because the alloy has an identical composition and is made by a 
substantially similar method. The alloy contains no Co. 

Regarding claim 12, Kaneko teaches a hydrogen storage alloy which is based on 
the formula La„R,M9„Ni,Co,M., where v, y and z are 0. (=<.y.z)/(u.v) for the selected 
composition (as above) is 4.5. 

Regarding claim 16, Kaneko teaches (see title) that a secondary battery is made 
using a negative electrode made from the hydrogen storage alloy disclosed therein. 

Response to Arguments 

11. Applicant's arguments with respect to claims 1, 5-7, 12, 16and 17havebeen 
considered but are moot in view of the new ground(s) of rejection. 

Response to Amendment 

12. The declaration under 37 CFR 1.132 filed 28 January 2002 is sufficient to 
overcome the rejection of claim 6 based upon 35 USC 102 over Yanagihara et al (JP 
60-250557 A) . However, new grounds of rejection are presented here, and the 
declaration is insufficient to overcome the new grounds. 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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a. Yajima et al (US 4,126,242) teach an R-Mg-Ni series alloy; 

b. OsumI et al (US 4,347,082) teach a IVImNis alloy where the Misch metal 
contains Mg; 

c. Sasai et al (US 4,744,946) teach a modified Misch metal that contains up 
to 70 wt% La; 

d. Yamaguchi et al (US 6,068,71 3) teach a A5T19 hydrogen storage alloy that 
can contain La and Mg as A; 

e. Lee et al (US 6,106,768) teach a Mm-Ni alloy where some or all of the 
cobalt is replaced with other elements; 

f. Chen et al (US 6, 1 74,345) teach that Mg is often added to MmNis alloys to 
increase the hydrogen absorption capacity; and, 

g. Osumi et al (JP 56-169746) teach a Misch metal that contains up to 2 wt% 
Mg. 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706,07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Harry D Wilkins, III whose telephone number is 703- 
305-9927. The examiner can normally be reached on M-F 7:30am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V King can be reached on 703-308-1 146. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-9310 for 
regular communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 



Harry D Wilkins, III 

Examiner 

Art Unit 1742 

hdw .2/-^-^^ 
March 28, 2002 ROY KING ^ 

SUPERVISORY PATENT EXAMINER 
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